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REMARKS 

Claims 1-24 are pending in the present Application. ClaiiDS 1 and 18 have been amended, 
leaving Claims I -24 for consideration upon entry of the present Amendment. No new matter has 
been introduced by these amendments. Reconsideratian and allowance of the claims are 
respectfully requested in view of the above amendments and the following remarks. 

rif^jyn AmMidments 

Independent claims 1 and 1 8 have been amended to include the tema "Sjvherein the curable 
composition is free of substituted or unsubstituted bis(4-(meth)acryloylthiophenyl)sulfide." 
Support for the amendment can be found in the Specification as filed at pages 15-16, paragraph 
[0042]. 

ria im ??1sctions Under 35 U.S.C. ^ 112. Second Paraearaph 

Claim 12 stands rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subj ect matter which applicant regards as 
the invention. In particular, "[c]lai^ ^2 is indefinite because, although the claim recites a 
composition having arefractive index, it is known in the art that it is die cured composition that 
would have the recited refractive index." (Office Action 9/15/05; emphasis in original) The 
Applicants respectfully disagree. 

The refractive index claims is the refractive index of the liquid composition prior to cure. 
See, for instance. Example 38 at paragraphs [0067] to [0068} of the Specification as filed. 
Reconsideration and removal of the regection is respectfully requested. 

Claim Rejections Under 3S U.S.C. 6 102fb) 

Claims 18-23 stand rejected under 35 U.S.C. § 102(b), as allegedly anticipated by U.S. 
Patent No, 5,932,626 to Fong et al. CTong*> Applicants respectfully traverse this rejection. 

To anticipate a claim, a reference must disclose each and every element of the claim. 
Lewmar Marine v. Varientlnc, 3 U.S.P.Q.2d 1766 (Ped. Cir. 1987). 
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Fong is generally directed to optical products containing a layer prepared from a 
polymerizablc composition comprising an alkyl-substituted brominated phenolic 
ester(moth)acrylate monomer. Particularly, the alkyl-substitued brominated phenolic 
esfter(meth)acrylate monomer satisfies the general stmcture below: 




where R is hydrogen or methyl; is straight or branched alkyl; and x is I to 4. (Fong; CoL 5 to 
Col. 9) Fong further discloses comonomers such as brominated aromatic monomers such as 2- 
(2A6-tribromophcnyl)-l-ethanol acrjiic ester, tribromo phenyl acrylate, 
pcntabiomophenylacrylate, and tetrabromo xylyl diacrylate* (Fong; CoL 10, lines 15-26) 

Independent claim 18 of the present application is directed to a curable composition 
comprising a multifunctional (meth)acrylate, a substituted or unsubstituted arylether 
(meth)acrylate monomer, a polymerization initiator, and a brominated aromatic (me£h)acrylatc 
monomer represented by the formula: 

whereinR^ is hydrogen ormethjd; X^is OorS; is 0 or S; m is 1, 2, or 3; p is 0 or 1; andqis4 
or 5. 

Fong fail* to teach the particular limitation of the brominated aromatic (meth)acrylate 
monomer of claim 18. Fong's alkyl-substituted brominated phenolic ester(meth)acrylat6 
monomers are very diffetent from the brominated aromatic (meth)aorylale monomers of claim 18 
as there is no one, two, or three carbon linker between ttie phenyl ffcovp and the (meth)acrylate 
group. Furthermore, there can optionallybe an oxygen or sulfur atom bridging the phenyl group 
and this carbon linker. Finally, the brominated monomer of the present claim does not contain 
alkyl substitution on the phenyl ring as is required by Fcng*s monomers. 
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Turning to the brominated aromatic comononaera of Fong, these too are also substantially 
different fl»m the brominated aromatic (meth)acrylate monomer of claim 18. Again, none of the 
comonomers taught by Fong contain the one, two, or three carbon linker between the phenyl 
group and the (meth)acrylate group. The Fong comonomers are also missing tiie optional oTcygen 
or sulfur atom bridging the phenyl groiq) and the carbon linker. As Fong fiails to teach each and 
every limitation of independent claim 1 8, the Applicants respectfully request reconsideration and 
removal of the rejection to claim 18 and dependent claizna 19-23. 

Claim Hcjectiona Under 35 U.S.C. S 103fal 

Claims 1-1 5 and 1 8-23 stand rejected under 35 U.S.C. § 103(a), aa allegedly unpatentable 
over U.S. Patent No. 6,206,550 to Fukushima et al. ("Fukushima"). Applicants respectfully 
disagree. 

Fukushima generally discloses active energy ray-curable compositions comprising, 

(A) 20 to 80 parts by weight of a compound represented by the following general 

fonnula I: " ^^'^ ^"^"^ ^ wherein R ' represents 

hydrogen or methyl, X and Y may be the same or different and represent methyl, 
chlorine, bromine or iodine, and t and u each independently represent an integer of 0-2, 

(B) 20 to 80 parts by weight of at least one compound having at least one acryloyl or 
methacryloyl group in the molecule, or (B-1) 10 to 90 parts by weight of at least one 
compound having at least two acryloyl or methacryloyl groups in the molecule and (B-2) 
1 to 90 parts by weight of at least one monoacrylate or monomethacrylatc compound 
having one acryloyl or methacryloyl group in the molecule, and 

(C) 0.01 to 5 parts by weight of an active energy ray-sensitive radical polymerization 
initiator with respect to 100 parts by weigjht of the total of components (A) and (B) or 
components (A), ^-1) and <B-2), 

as well as a lens sheet comprising a lens section formed on at least one side of a 
transparent substrate using the composition useful as a backlight. 

(Fukushima; Abstract) 
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Fukushima requires the presence of a compound according to formula I, a general 
structure representing substituted or unsubstitutcd bi8(4-(meth)acryloyithiophenyl)sulfides. This 
particular compound is required to be present in the Fukushima composition to "improve[] the 
reftactive index without lowering the transmittance of the cured active energy ray-curable 
composition of the invention." (Fukushima; Col. 3, 11. 1-4) 

As amended, independent claims 1 and 18 require the curable composition be free of 
substituted or unsubstituted bis(4-(meth)acryloylthiophenyl)sulfide. 

For an obviousness rejection to be pioper« the Examiner must tneet the burden of 
establishing a prima facie case of obviousness, ie., that all elements of tfie invention are disclosed 
in the prior art, or that the prior art relied upon, coupled with knowledge generally available in the 
art at the time of the invention, contain some suggestion or incentive that would have motivated 
the skilled artisan to modily a reference or combined references. Tn re Fine. 5 US.P.Q.2d 1596» 
1598 (Fed. Cir. 1988); /n Re Wilson, 165 U.S.P.Q, 494, 496 (CC.P.A. 1970); Amgen v. Chugat 
Pharmaceuttcais Co., 927 US.P.Q.24 1016, 1023 (Fed Cir. 1996). 

Fukushima fails to rend^ obvious amraded claims 1 and 18 as Fukushima fails to teach or 
suggest each and every limitation in the claims. Particularly, claims 1 and 1 8 require the curable 
composition to be free of substituted or unsubstituted bi8{4-<meth)acryloylthiophaiyl)sulfide. 
Fukushima, on the other hand^ requires the presence of a substituted or unsubstituted biB(4- 
(moth)acryloylthiophenyl)sulfide as illustrated by component A and the general formula L 

Furthermore, a skilled artisan would not find motivation within Pukuabuna to prepare 
active energy ray-curable compositions freg of component A, a compound of formula I. 
Fukushima describes the diflEiculty of preparing prism sheets having bothhij^ refractive indices 
and good light transmittance. Fukushima describes soecific active energy ray*curable 
compositions that provide cured products with high refractive indexes without lower light 
transmittance, to provide a high brightness-enhancing effect. (Fukushima; Col. 2, 11. 1-10) These 
specific compositions all contain a compound according to formula I, Indeed, the entire 
Fukushima reference is directed to active energy ray-curable compositions containing a 
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compound of fonnula I, which are substituted or imsubstituted bis(4- 
(meth)aciyloylthiopheiiyl)sulfides. As Fukushima teaches the benefits of having a compound of ' 
fomixila I present in active energy ray-curable composittons used to prepared prism sheets, there is 
no motivation to modify Fukuahima^s conopoaitions to result in compositions free of such a 
compound. Accordingly, indq)endent claims 1 and 18 as amended above have not been rendered 
obvious by Fukusfaima. The Applicants respectfully request reconsideration and removal of the 
rejections over claims 1 and 18 and their dependent claims 2-1 5 and 19-23. 

Double Patenting Refections 

Claims 1-24 are rcjectedimder the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-18 ofU.S. Patent No. 6,833 »391 to Chishohnetal. 
C^Chisholm *391'')' Chisholm *391 is a patent commonly owned with the present application. 
Applicants, therefore, respectfully submit herewith a terminal disclaimer to overcome the double 
patenting rejection over the Chisholm '391 claims. Accordingly, the Applicants respectfully 
request reconsideration and removal of the rejections over claims 1-24. 

Claims 1-24 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patentiug as being unpatentable over claims 8-18 of copending U.S. 
Application Serial No. 10/897,364 to Chisholm et al, Publication No. 2005/0049376 ("Chisholm 
*364"), Applicants thank the Examiner for pointing out the alleged, potential obviousness-type 
double patenting issues between the claims of the present application and those of Chishohn '364 . 
However* as there are no allowed claims in the Chisholm '364 application at this time, the 
Applicants respeotflilly request withdrawal of the provisional rejection. 
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It is believed that the foregoing amendments and remarks fully comply with the Office 
Action and that the claims herein should now be allowable to Applicants. Accordmgly, 
reconsideration and allowance are requested. 

If there are any additional charges with respect to this Amendment or otherwise, please 
charge them to Deposit Account No. 50-3621 . 



Date: November 14, 2005 
CANTOR COLBURN LLP 
55 Griffin Road South 
Bloomfleld, CT 06002 
Telephone (860) 286-2929 
Facsimile (860) 286-01 IS 
Customer No.: 23413 



Respectfully submitted, 



CANTOR COLBURN LLP 




Roberta L. Pelletier 
Registtadon No, 46,372 
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